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Office Action Summary 



Application No. 
09/433.161 



Examiner 

Katarzyna W. Lee 



Applicant(s) 

FATTMAN. GEORGE 



Art Unit 
1714 



'^SHORTENED STATUTORY PERIOD FOR REPLY ,S SETTO EXPIRE 3 MONTH(S, FROM 

. NO period for reply is specified above the ^^^Z^^^^^^^^^^^^^^ to "eiome ABANDONED (35 U.S.C. § 133). 
■ earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to communication(s) filed on 05 September 200t . 

. . ciMAi 2b)K! Tilis action is non-final. 

Disposition of Claims 

4) 0 Claim(s) 's/are pending in the application. 

4a) Of the above claim(s) is/are v^ithdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) D Claim(s)il6and20 is/are rejected. 

7) D Claim(s) ^7-19 and 2f -23 is/are objected to. 

8) Q ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on _ is/are: a)D accepted or Cected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1^85(a). 
Applicant inay no m Is- g^R approved b)D disapproved by the Examiner, 

1 1 )□ The proposed drawing correction filed on is. a)U approveu 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 119 and 120 ^ , , n M^ or 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aHd) or (f). 

a)DAIl b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ certified copies of the priority documents have been received in ^PP'-"- ^ 

3 □ copies Of the certified copies of the priority ^o— ^^^^^^^ ^^'^^ ^^'^ ''^'^ 

14) B Acknowledgment is made of a claim for domestic pnonty under 35 U.S.G^§ 119(e) (t 
a) □ The translation Of the foreign language provisional appn^^^^^^^^^ 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 

Attachment(s) ^ ^^^^^.^^ ^^^^^^ 3) Paper No(s) ■ 

1) □ Notice of References Cited (PTO-892) p patent Application (PTO-1 52) 

2) □ Notice of Draftsperson's Patent Drawing ^^^^^^ (^^0-943 g 

3) □ inforrnation Disclosure Statement(s) (PTO-1449) Paper No(s) . ^ . 6) U 
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DETAILED ACTION 



Claim Rejections - 35 U.S.C §112 



The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 
specification shall containawrittendescri^^^^^ 

contemplated by the inventor of carrying out his invention. 



2. Claims 1, 16, 20 are rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter whrch was not described in the specification m such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 

possession of the claimed invention. 

In instant claims, the applicant discloses a reciMion of the tackifying resins, which 

include polyvinyl cyclohexane a cycloaliphatic tackifier, which is a solid at room temperature. 

The other recitation includes hydrogenated ™sins. which are liquid at room temperature. Since 

cycloaliphatic resin is the only resm enabled as a tackifier. the recitation of "ahphatic" resin 

encompasses compounds not disclosed by the specification. 

The applicant further discloses that the Piccotac is one of the examples of the tackifying 
resins, which are solid at about 37-C. With respect to the above argument, it should be pointed 
out, that the Piccotac is a tradename and use of tmdemarks and tradenames as a basis for change 
in the claims is improper because the manufacmrer is under no obligation to continue making the 



same material under given 



trademark nor continue to selling anything under given trademark. 
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The discontoued use of trademarks or changmg of *e material sold under the trademark renders 
the claim meaningless. See MPEP 608.01 (v). 

The applicant also discloses that the tackifying agent has to be solid at a temperature of 
about 37°C. There is no evidence of such limitation in the specification. 



The prior art of record as stated in aNotice of Allowance, did no. teach the tackifying 
agent of polyvinyl cyclohexane. The applicant's amendment calls now for an aliphatic tackifier. 
which is solid at a temperature of about iTC. Althou^ the prior art still does not disclose the 
claims of the present invention, the independent claims are rejected under 1 12, 1» paragraph. 
The dependent claims are therefore objected to as being dependent on rejected claims. 



Any inquiry concerning this communication or earlier commumcattons from the 
examiner should be directed to Katarzyna W. Lee whose telephone number is (703) 306-5875. 
The examiner can normally be reached on Mon-Thurs 6:30 AM-4:00 PM. 

If attempts to reach the exammer by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagamtathan can be reached on (703) 306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-3599 for regular 
communications and (703) 305-3599 for After Final communications. 



* 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



KIWL 

October 30, 2001 



edward j. caw 

prKiary exwjner 

GROUP i5Q0r\ 



